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DETAILED ACTION 



Claim Objections 

1. Claim 6 is objected to because of the following informality: in line 10 "an" should 
be deleted . Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1, 2, and 4-6 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Li et al. (WO 00/54041 A1 ) ("Li"). 

Addressing claim 1, Li discloses a microfluidic device for analyzing a sample 
(abstract), comprising 
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a base member (Figure 1A:(20) or Figure 2A:1 18); 

a separating channel (Figure 1A: ((22), page 7:15-16) or Figure 2A: the 
channel in chip 118 that extends from 176, which corresponds to 22 in Figure 1 A) 
formed in the base member; 

a sample-injecting portion (Figure 1A:(26) or Figure 2A:(130)) formed at 
one end of the separating channel; 

a sample quantity control channel ( Figure 1 A:((50), page 9:3-8)) or Figure 
2A: (134) or (130), page 13:4-5) formed in the base member and branching from 
the separating channel, the sample quantity channel having a volume for the 
sample to be introduced (page 13:4-5); 

a first opening and closing mechanism (Figure 1A:(60) or Figure 2A: 
(1 72)) disposed at the other end of the separating channel; and 

a second opening and closing mechanism (Figure 1A: (52) or Figure 2A: 
(1 14) or (166)) disposed at one end of the sample quantity control channel away 
from the separating channel. 

Addressing claim 2, for the additional limitation of this claim note element 170 in 
the embodiment of Figure 2A. 

Addressing claim 4, for the additional limitations of this claim see Figures 1A and 

2A. 
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Addressing claim 5, for the additional limitation of this claim see Figures 1C and 

2C. 



. Addressing claim 6, Li discloses an analyzing method for analyzing a sample, 
comprising the steps of 

filling a migration buffer in a separating channel (page 8:9-26; page 9:9-18; page 
13:1-4; and pate 13:12-13); 

introducing the sample into the separating channel from a sample injecting 
portion for an amount corresponding to a volume of a sample quantity control channel 
branching from the separating channel (page 9:3-8; page 13:1-12; and page 14:11-22); 
and 

applying a voltage between the sample injecting portion and an end of the 
separating channel away from the sample-injecting portion so that the sample is 
separated by electrophoresis (page 8:1-8; page 9:17-18; page 12:13-19; and page 
14:11-22). 

Note: 

separation channel - (Figure 1A: ((22), page 7:15-16) or Figure 2A: the channel 
in chip 1 18 that extends from 176, which corresponds to 22 in Figure 1A) 
sample injecting portion - (Figure 1A:(26) or Figure 2A:(130)) 
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Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Li et al. 
(WO 00/54041 A1 )("□"). . 

Li discloses an analyzing method for analyzing a sample, comprising the steps of 
filling a migration buffer in a separating channel (page 8:9-26; page 9:9-18; page 

13:1-4; and pate 13:12-13); 

introducing the sample into the separating channel from a sample injecting ' 

portion for an amount corresponding to a volume of a sample quantity control channel 

branching from the separating channel (page 9:3-8; page 13:1-12; and page 14:11-22); 

and 
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applying a voltage between the sample injecting portion and an end of the 
separating channel away from the sample-injecting portion so that the sample is 
separated by electrophoresis (page 8:1-8; page 9:17-18; page 12:13-19; and page 
14:11-22). 

Note: 

separation channel - (Figure 1A: ((22), page 7:15-16) or Figure 2A: the channel 
in chip 118 that extends from 176, which corresponds to 22 in Figure 1 A) 
sample injecting portion - (Figure 1A:(26) or Figure 2A:(130)). 
Li does disclose immersing the sample injecting portion into the sample (see 

Figures 1A and 2A) and applying voltage ((page 8:1-8; page 9:17-18; page 12:13-19; 

and page 14:11-22). 

Li directly or implicitly discloses opening and closing various closing 
mechanisms during the filling of the migration buffer and the sample injection. See 
page 12:1-16. For example, ff valve 44 is taken to be the first closing mechanism it is 
implicitly closed during the filing of the migration buffer since it is stated to be opened 
after the buffer has been loaded (page 12:7-9). If valve 52 is taken to be the second 
closing mechanism it is implicit open ding the sample injecting since it is closed after the 
sample loading is complete (page 12:11-13). As for having the second closing 
mechanism closed during the filling of the migration buffer Li is silent. It would have 
been obvious to one with ordinary skill in the art at the time of the invention to also have 
the second closing mechanism closed during the filling of the migration buffer because 
this will help prevent migration buffer from entering the sample-injecting portion. If 



Application/Control Number: 1 0/673,470 Page 7 

Art Unit: 1753 

migration buffer enters the sample injecting portion it will later have to be removed so 
that sample can be directed to the separation channel. 



Allowable Subject Matter 

7. Claim 3 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

8. The following is a statement of reasons for the indication of allowable subject 
matter: 

a) Claim 3 requires the base member to include a lower surface from which the 
projection projects. As seen from Figures 2B and 2C the projection projects from 
an upper surface of the base member, that is, from the same surface on which 
the opening of the other end of the separating channel is located and on which 
an opening for one end of the sample quantity control channel is located. To 
have the projection project from the bottom of the base member would require 
significant structural modification of the base member. As seen if Figure 1C, for 
example, the top of the base member has been especially configured with 
pneumatic interfaces 76 and 80 and seals 78 and 82 for receiving all inflow and 
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out-flow means. The channels have been etched into the bottom layer of the 
base member (page 9:19 - page 10:13) 



examiner should be directed to ALEX NOGUEROLA whose telephone number is (571) 272- 
1343. The examiner can normally be reached on M-F 8:30 - 5:00. 



supervisor, NAM NGUYEN can be reached on (571) 272-1342. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



9. 



Any inquiry concerning this communication or earlier communications from the 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 




Alex Noguerqfa 
Primary Examiner 



AU1753 
June 26, 2005 



